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IN THE UNITED STATES PATENT  AND TRADEMARK OFFICE BEFORE 

THE TRADEMARK TRIAL AND APPEAL BOARD 

 

ACM Enterprises, Inc., Petitioner,   

- against - 

Martello, Jeannette, M.D., Respondent. 

 

Cancellation No.: 92044697 

 

 

Filed: July 1, 2005 

 

PETITIONER’S 2 nd MOTIONS TO COMPEL FURTHER RESPONSES 

(TBMP 523) AND TO TEST SUFFICIENCY OF RESPONSE TO ADMISSION 

REQUEST (TBMP 524) 

 
Petitioner ACM Enterprises, Inc. respectfully requests for an order compelling 

Respondent Jeannette Martello to further respond to Petitioner’s Second Set of 

Interrogatories and to test the sufficiency of the Respondent’s Response to the Third 

Set of Requests for Admissions, per FRCP 26 and 37, 37 CFR 2.120 and TMBP 523-

524.  See also Declaration of David Hong and Exhibits A-N for this motion. 

 Such an order is appropriate because Respondent has failed to adequately respond 

to Petitioner's Interrogatories served on Feb. 22, 2006 and Petitioner’s Third Set of 

Requests for Admissions served on Jan. 5, 2007.  Counsel for Petitioner has made 

repeated good faith efforts to resolve the issues with Respondent including giving 

Respondent adequate time (over 1.9 years) to provide supplemental responses but, such 

efforts have been unsuccessful. 

I.   Background:  
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 This case has a long history due to Petitioner’s repeated attempts at settling this 

case, but Respondent has shown a history of being uncooperative in responding to 

discovery, which is in violation to the Duty to Cooperate (TBMP 408.01).   

 On July 1, 2005, Petitioner filed a Petition for Cancellation against Respondent’s 

U.S. Registration No. 2932593 (Serial No. 76581387, filed March 15, 2004 and 

registered on March 15, 2005), for the mark “SKIN DEEP” in class 044 for medical 

services; healthspa services, namely cosmetic body care services; cosmetician services; 

physician services; Respondent has claimed first use in commerce on Feb. 28, 2004 and 

first use anywhere on April 20, 2002 in her application. 

 Petitioner alleges priority of use and likelihood of confusion; in addition, 

Petitioner also alleges that Respondent did not use the mark “Skin Deep” in commerce as 

listed on its ‘387 application; (2) Respondent did not use the mark “Skin Deep” prior to 

Application or Registration; (3) Respondent’s registration for “Skin Deep” was obtained 

fraudulently in that the Respondent failed to use the mark in commerce as applied in her 

applications.  (See 7-1-2005 Petition for Cancellation. ¶¶5-13). 

 The first discovery period ran from July 26, 2005 to Jan. 22, 2006.  The parties 

agreed to extend the discovery period to Feb. 22, 2006.  On Feb. 22, 2006, Petitioner 

served the Respondent with Petitioner’s Second Set of Interrogatories.  (Exhibit A )  

 Responses to Petitioner’s discovery requests were due in 30 days or by March 24, 

2006; Petitioner granted three weeks of extension but declined to grant another extension.  

Respondent’s April 14, 2006 response to the Feb. 22, 2006 interrogatories were 

incomplete and did not provide any documents.  (Exhibit B ) 
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 Petitioner filed a first Motion to Compel Further Responses and Documents on 

April 21, 2006, which TTAB denied on Nov. 28, 2006.  TTAB commented that Petitioner 

demonstrated a history of cooperation with the Respondent, but Petitioner should have 

agreed to Respondent’s request for further time to respond and to perhaps obviate the 

need for the first motion to compel.  Discovery was extended to Jan. 5, 2007. 

 Following the resetting of the discovery period, Petitioner sent out a third set of 

Request for Admissions (3rd RFA) on Jan. 5, 2007 in light of Respondent produced 

documents. (Exhibit C ).  Respondent provided unacceptable and deficient responses on 

Feb. 20, 2007.  (Exhibit D ). 

 Petitioner sent Feb. 28, 2007 and March 21, 2007 “meet and confer” letters to 

Respondent, which outlined why the requested information was discoverable and relevant 

and requested supplemental responses (Exhibit E, pages 1-14). 

 From approx. March 2007 to July 2007, the parties engaged in settlement 

discussions, but these talks were unsuccessful, and Petitioner was forced to file motions 

to amend the pleadings and for summary judgment on Aug. 3, 2007.  TTAB denied both 

motions on Nov. 29, 2007, and from Dec. 2007 to Feb. 2008, the parties agreed to extend 

the start of the trial dates for more settlement talks.  TTAB noticed the parties’ attempt to 

settle and suspended the case on April 14, 2008 for three months. 

 The parties’ attorneys (Mr. David Hong, Esq. and Mr. Brandon Tesser, Esq.) 

attempted to set up a mediation, but Respondent never agreed to a mediation even after 

Petitioner’s attorney’s attempt at selecting a mediator.   
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 On Aug. 5, 2008, Respondent filed a change of correspondence address, and it 

appeared that the Respondent would be representing her self in pro per.  In a Sept. 9, 

2008 letter, Petitioner again asked to discuss settlement. (Exhibit E , page 35)   

 At that point, the Petitioner’s trial testimony period was to begin on Sept. 12, 

2008.  On Sept. 11, 2008, Petitioner’s attorney sent a letter to Respondent to again 

address the outstanding discovery issues, which were never answered since TTAB’s first 

ruling on the first motion to compel further discovery responses in Nov. 2006.  (Exhibit 

E, pages 36-37).  Petitioner reminded Respondent several times regarding the outstanding 

discovery issues, including its Feb. 28, 2007 and March 21, 2007 meet and confer 

discovery letters, which detailed the reasons for further discovery responses, and which 

were repeatedly provided to Respondent – see Sept. 11, 2008 and Feb. 9, 2009 letters.  

(Exhibit E, pages 35 and 54). 

 At the last minute on Sept. 11, 2008, Respondent finally agreed to a 2-month 

extension of all trial dates.  (Exhibit E, page 38).  However, in response to the parties’ 

motion to extend trial dates by 2 months, TTAB suspended the case for three months and 

listed new trial dates, including the Petitioner’s trial period to end March 17, 2009; the 

Order noted: “this proceeding has entered its third year.  By the end of the suspension 

granted herein, the parties will have had substantial time to engage in settlement.  

Accordingly, no further extensions for such purposes will be granted absent a showing of 

good cause therefore.”  See Sept. 17, 2008 TTAB Order, pages 1-2. 

 From Sept. 2008 to Feb. 2009, Petitioner has attempted in good faith to arrange a 

face to face meeting so that the parties could promptly settle this case.  (Exhibit E , pages 
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38-60).  Finally, the Respondent agreed to a Feb. 13, 2009 conference at 4:30 pm at 

Petitioner’s office.  (Exhibit E, pages 53-54). 

 This Feb. 13, 2009 settlement conference date was a mere two days prior to the 

start of the Petitioner’s trial testimony period (Feb. 15, 2009 to March 17, 2009).  

Petitioner’s attorney reminded Respondent for the time sensitive nature of this case, and 

of TTAB’s warning that no further extensions would be granted.  (Exhibit E, page 53). 

 Petitioner’s Office (425 S. Fair Oaks Ave, Pasadena, CA 91105) is approximately 

1.64 miles away from Respondent’s address (701 Fremont Ave., So. Pasadena, CA 

91030).  (Exhibit F).   

 Unfortunately, on the afternoon of the 4:30 pm conference, Respondent’s assistant 

George e-mailed Petitioner’s attorney on or about 1:48 pm that Respondent Dr. Martello, 

who is plastic surgeon, was called away to an emergency surgery and may miss the 

settlement conference.  In response, Mr. Hong e-mailed that the Petitioner would wait for 

the Respondent to finish her emergency surgery.  (Exhibit E, pages 56-60). 

 Later in the afternoon of Feb. 13, 2009, Mr. Hong received a call from 

Respondent’s assistant Nadine to advise him that Dr. Martello would not be able to attend 

the settlement conference and would need to reschedule.  Mr. Hong told Dr. Martello’s 

assistant that due to the pending start of the trial testimony period, we were pressed for 

time and that Dr. Martello could call Mr. Hong’s mobile phone at any time prior to noon 

on Sat. Feb. 14, 2009 to try to settle this case.  (Exhibit E, pages 56-60). 

 Further, Mr. Hong e-mailed Respondent some proposed settlement terms and also 

a request for a Saturday morning settlement conference, but Dr. Martello did not respond 
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until almost noon on Sat., and Dr. Martello did not respond to Petitioner’s requests for a 

settlement conference.  (Exhibit E, pages 56-60). 

 Petitioner does not wish to waste the Board’s time and efforts with this discovery 

motion nor to further delay this long case.  However, the pending discovery issues are 

important and relevant, and Respondent must provide further responses to Petitioner’s 

discovery requests to comply with the FRCP 26(b)(1) regarding cooperating in discovery.  

 

II. Law on Relevancy: 

 Each party generally has the right to discover “any matter, not privileged, that is 

relevant to the claim or defense of any party.” FRCP 26(b)(1).  Relevant information may 

be discoverable if it “appears reasonably calculated to lead to the discovery of admissible 

evidence.”  FRCP 26(b)(1).  Each party has the right to discover non-privileged 

information “relevant to the claim or defense of any party, including the existence, 

description, nature, custody, condition, and location of any books, documents, or other 

tangible things and the identity and location of persons having knowledge of any 

discoverable matter.”  FRCP 26(b)(1). 

 

III.   Motion to Compel Further Responses for Interrogatories 

A. Petitioner Has Made Good Faith Efforts to Resolve Discovery Issues, but Respondent 

has Completely Failed to Respond to Petitioner’s Further Requests 

 Petitioner has made good faith efforts to resolve the outstanding issues regarding 

supplemental responses to the Feb. 22, 2006 interrogatories (No. 20-22).  Petitioner’s 

Feb. 28, 2007 and March 21, 2007 meet and confer letters clearly explained why 
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additional responses were necessary.  Since the March 21, 2007 letter, Respondent has 

had almost 1.9 years to provide supplemental responses but has failed to comply.  This 

time period of almost 1.9 years is more than reasonable for any party obtain the requested 

information. 

 Instead, Respondent has ignored her obligation to participate in the discovery 

process in good faith.  If parties are allowed to simply not respond to questions or hide 

information, the whole discovery system fails.  This motion asks for Dr. Martello to 

provide relevant information regarding prior use, which she is asserting as a defense. 

 For Interrogatories No. 20, 21, and 22, Respondent’s April 14, 2006 responses 

only listed objections, and Petitioner formally requests a further response.   

Interrogatory No.  20:  

Regarding use of the mark “SKIN DEEP SKIN CARE” by SARA 

HERRICK, for each of the services identified in the trademark applications 

for Respondent’s Marks, 

(a) State the date of first use in INTERSTATE COMMERCE of SARA 

HERRICK of the mark “SKIN DEEP SKIN CARE;”  

(b) Describe in what particular manner SARA HERRICK used the mark 

“SKIN DEEP SKIN CARE” (namely, first use) with each of the goods 

and/or services, including without limitation Internet Web Site, signs, 

displays, promotional materials, advertising, business stationary, business 

cards, labels, and brochures; 

 (c) Identify each person who has knowledge about such first use. 

Interrogatory No. 21:  

Identify and describe the services and/or goods, which SARA 

HERRICK has sold, distributed, provided, advertised, marketed, or offered 

said services and/or goods with the mark “SKIN DEEP SKIN CARE” or 

any variation of Respondent’s Marks. 
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Interrogatory No.  22:  

With respect to SARA HERRICK’s use of the mark “SKIN DEEP SKIN 

CARE” and/or any mark that includes the term "SKIN DEEP" and to 

Respondent’s Dec. 9, 2005 Response to Petitioner’s Previous 

Interrogatory No. 4, 

a. Identify the earliest date upon which Respondent intends to rely in this 

proceeding; 

b. Identify all documents relating to such use(s); and 

c. Identify all persons with knowledge of said use(s). 

 Note that a copy of the Respondent’s Dec. 9, 2005 Interrogatory Responses 

have been attached as EXHIBIT G. 

 

B. Sara Herrick Info is Relevant and Material to Respondent’s Defense 

 Petitioner is challenging Respondent’s claim to a March 2001 date of first use in 

interstate commerce.  During discovery, Respondent produced a Dec. 14, 2005 

Assignment from Ms. Sara Herrick to Dr. Jeannette Martello for the mark SKIN DEEP 

SKIN CARE, INC.  This assignment claims that Ms. Herrick is the owner of the common 

law rights to SKIN DEEP as used in connection with her medical, spa and skin care 

business entitled SKIN DEEP Skin Care, Inc.  (EXHIBIT H ). 

 It was apparent that Respondent was attempting to use Ms. Herrick’s prior use of 

the SKIN DEEP SKIN CARE mark to gain an earlier priority date of use in this 

cancellation proceeding.  Naturally, Petitioner would like to know how Ms. Herrick used 

the mark SKIN DEEP, including dates of first use anywhere, first use in commerce, and 

types of products/services.  The Feb. 22, 2006 interrogatories specifically question this 

Dec. 2005 Assignment for the mark “SKIN DEEP SKIN CARE.” 
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 Petitioner will assert that the Respondent cannot claim priority to alleged use of 

another party’s service mark if she did not indeed own that third party’s (Ms. Sara 

Herrick) mark at the time of filing her application or March 15, 2004.  Ms. Herrick’s 

assignment to Dr. Martello is dated Dec. 14, 2005, which is after the Respondent’s ‘387 

application March 15, 2004 filing date.  See TMEP 1201.02(b), 803.01, 803.06, and 37 

C.F.R. §2.71(d); TMEP §1201.02(b).  Huang v. Tzu Wei Chen Food Co. Ltd., 849 F.2d 

1458, 7 USPQ2d 1335 (Fed. Cir. 1988)). 

 However, even in light of this obvious problem with this assignment, Respondent 

only provided objections for Interrog. No. 20, 21, and 22, and Petitioner respectfully 

requests an order for Respondent to provide supplemental responses to Petitioner’s 

Interrogatories No. 20-22. 

 

III. Motion to Test Sufficiency of Response to Admission Request 

A.  Petitioner Has Made a Good Faith Effort to Work with Respondent  

 Petitioner submits that it has made a good faith effort to resolve with Respondent 

the issues presented in the motion.  Specifically, Petitioner has given Respondent ample 

time (over 1.9 years) to provide supplemental responses the Requests.  The March 21, 

2007 meet and confer letter to Respondent described why further responses were 

necessary for these requests for admission; this March 21, 2007 letter has been again 

provided to Respondent on Sept. 11, 2008 and Feb. 4, 2009. 

 

B. Requests for Admissions (RFA): 

For RFA No. 21-23: 
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 RFA 21-23 ask for admissions regarding types of healthspa services 

(microdermabrasion; treatment for acne; and cleansing and exfoliation of the skin).  

Respondent Dr. Martello has listed the following services on her 76581387 application 

for the mark “SKIN DEEP” in class 044 for medical services; healthspa services, 

namely cosmetic body care services; cosmetician services; physician services.  See 

Exhibit I . 

 Since Respondent has listed “healthspa services” in her own trademark 

application, it is relevant and specific to ask whether the listed items are healthspa 

services.  These RFA questions are not asking for expert opinions and conclusions.  

Rather, it is reasonable to ask whether the applicant herself considers these three listed 

items to be considered “healthspa services.” 

 Dr. Martello’s Jan. 18, 2006 deposition states that she has performed “micro-

dermabrasion…These are health and spa services.”  (Exhibit J , 1-18-06 Martello Depo., 

Page 8, lines 12-21).  Further, Dr. Martello’s website: (skindeepworld.com) has a section 

on Dermatology.  (Exhibit K ).  It is more than reasonable to ask Dr. Martello, who is a 

plastic surgeon, as to whether the items (microdermabrasion, treatment for acne, and 

cleansing and exfoliation of the skin) are “healthspa services.”  (Exhibit J , 1-18-06 

Martello Depo., Page 7, line 4). 

 

For RFA 50: Admit that Respondent Jeannette Martello’s radio program entitled “Skin 

Deep” is a type of entertainment service. 

 Dr. Martello has a trademark registration for “SKIN DEEP” (Reg. No. 2777522, 

Serial No. 76429408) for International Class: 041: Entertainment services, namely, 
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providing a radio program in the fields of medicine, surgery, health, health care, beauty, 

skin care, cosmetic surgery and plastic surgery (First Use Date: 2002-04-13; First Use in 

Commerce Date: 2002-04-20).  (Exhibit L).  

 Since Respondent has listed “entertainment services, namely providing a radio 

program…” in her own trademark application, it is relevant and specific to ask whether 

Dr. Martello’s radio program entitled “SKIN DEEP” is a type of entertainment service.  

This RFA question is not asking for expert opinions and conclusions.  Rather, it is 

reasonable to ask whether Dr. Martello considers her radio show entitled “SKIN DEEP” 

an entertainment service. 

 This RFA is also relevant because Dr. Martello has stated in her deposition her 

radio show entitled “SKIN DEEP” and has claimed to have performed medical 

consultations during her radio show.  (Exhibit J , Jan. 18, 2006 Martello Depo., page 

47, lines 2-24).   Since this assertion is relevant to “medical services” and “SKIN DEEP,” 

this request for admission is within the scope of discovery and permissible.  Also, this 

RFA is relevant to a possible defense of analogous trademark use of the mark SKIN 

DEEP via Respondent’s radio show. 

 

For RFA 51-56 and 65: 

 These requests are relevant and material because Respondent Dr. Martello has 

listed medical services; healthspa services, namely cosmetic body care services; 

cosmetician services; physician services for her ‘387 trademark application. 

 Since medical services are listed on the service listing for the “SKIN DEEP” 

registration for this cancellation proceeding and since Dr. Martello is a licensed 
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California physician, asking her to admit the above statement is relevant, not overbroad, 

and not seeking an expert opinion.  (Exhibit M ). 

 The subject matter as to the medical services is relevant because in Dr. Martello’s 

Jan. 18, 2006 deposition, she has discussed in detail about her radio show entitled “SKIN 

DEEP”, including claiming that she had a client come into the office due to her radio 

show (Exhibit J , 1-18-06 Martello Depo., Page 36, lines 7-19) and including physically 

doing consultations on air ((Exhibit J , 1-18-06 Martello Depo., Page 47, lines 2-24). 

 Since Dr. Martello discussed doing medical consultations on the air, asking 

questions regarding medical services and consultations is relevant, not overbroad and not 

seeking an expert opinion or conclusion. 

 Looking to potential defenses, if Dr. Martello plans to assert her radio show as 

analogous trademark use of the mark “SKIN DEEP” with medical services, then the 

subject matter and the type of question as presented in this RFA is proper and specific. 

 For RFA 55, regarding the specificity of the patient, this RFA question use of the 

term “patient” is a proper since the Respondent has emphasized the need to protect the 

privacy of her patients.  (Exhibit G , page 6, responses to Interrog. 12 and 13). 

 Also, RFA 56 is not an incomplete or improper hypothetical.  For RFA 65, Dr. 

Martello has asserted protecting a patient’s confidential information in response to many 

discovery questions from the Petitioner.  This RFA directly discusses protection of 

confidentiality of a patient.  (Exhibit G , page 6, responses to Interrog. 12 and 13). 

 

For RFA 71. Admit that listeners of the radio show SKIN DEEP look for Dr. 

Jeannette Martello, M.D. in So. Pasadena, CA. 
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 This RFA 71 is relevant because Dr. Martello has stated in her Jan. 18, 2006 

deposition that she had a client come into the office due to her radio show entitled “SKIN 

DEEP”.  (Exhibit J, 1-18-06 Martello Depo., Page 36, lines 7-19).  This is further 

relevant if Dr. Martello attempts to associate her radio show as analogous trademark use 

of her services listed on the ‘387 application.  Since Dr. Martello has stated in her 

deposition testimony that she knows personally that patients have come to her office due 

to her radio show, then RFA does not call for simply speculation, but rather knowledge 

within Dr. Martello’s possession. 

 This RFA is specific and very clear regarding: (1) group of people: listeners to her 

radio show; (2) what to look for: Dr. Jeannette Martello, M.D., and (3) the location: So. 

Pasadena, CA.  This RFA is not an incomplete or improper hypothetical.  Dr. Martello 

has presented information in her deposition regarding giving medical advice in her radio 

show.  If Dr. Martello plans to assert her radio show as trademark use of the mark “SKIN 

DEEP” with medical services, then the subject matter and the type of question as 

presented in this RFA is proper and specific. 

 

For RFA 72. Admit that looking up the terms “Skin Deep” on the Yahoo.com Yellow 

Pages for the Pasadena, CA location, the search results list “Skin Deep Lazor [id] Med 

Spa,” 425 South Fair Oaks Avenue, Pasadena, CA 91105.  See Petitioner’s RFA-3 

Exhibit Page 11-13. 

 This RFA 72 is relevant and within the permissible scope of discovery because an 

advertising listing for services in a Yellow Pages directory is a proper question to ask of 

any business.  This RFA is not overbroad and does not call for mere speculation outside 
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Dr. Martello’s personal knowledge because Petitioner provided a printout of this 

Yahoo.com Yellow Pages search in Petitioner’s RFA-3 Exhibit Page 11-13.  With a copy 

of the Yellow Pages search, Dr. Martello can answer this RFA within her personal 

knowledge.  (Exhibit N).  Also,  

 Based on the above, Petitioner respectfully asks for an order for Respondent to 

provide supplemental responses to RFA No. 21, 22, 23, 50, 51, 52, 53, 54, 55, 56, 63, 71, 

and 72. 

 

IV. CONCLUSION   

 For the reasons stated above, Petitioner respectfully requests that the Board grant 

Petitioner’s motion to compel: order Respondent to further respond to Petitioner’s 

Interrogatories 20-22 and grant Petitioner’s motion to test the sufficiency of the 

Respondent’s Response to the Third Set of Requests for Admissions and order additional 

responses as soon as the Rules allow after the Board’s ruling on the motion.   

DATED: Feb. 14, 2009   By: /david hong, esq/ 
David Hong, Esq. 
(CA SBN 195795, Reg. No. 45,704) 
Attorney for Petitioner,  
ACM ENTERPRISES, INC. 

David Hong, Esq. 
LAW OFFICE OF DAVID HONG 
Mailing Address: P.O. Box 2111, Santa Clarita, CA 91386-2111 
Tel/Fax: (866) 824-8680; E-Mail: david.hong@dhpatentlaw.com 
Attorney File No. 2005-02-0107 
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Certificate of Service 
 
I hereby certify that I am not a party to this case and a true and correct copy of the 
following document(s): 
 

1. PETITIONER’S 2nd MOTION TO COMPEL FURTHER RESPONSES  (TBMP 
523) AND TO TEST SUFFICIENCY OF RESPONSE TO ADMISSION 
REQUEST (TBMP 524) (including Exhibits A-N); 

2. DECLARATION OF DAVID HONG IN SUPPORT OF PETITIONER’S 2nd 
MOTION TO COMPEL FURTHER RESPONSES; 

 
were sent by electronic mail and first class U.S. Mail on Feb. 14, 2009, in an envelope 
addressed to: 
 
Dr. Jeannette Martello, M.D. 
701 Fremont Avenue  
South Pasadena, CA 91030 
 
E-Mail:drmartello@hotmail.com, Martello@skindeepworld.com 
 
By: /david hong/ 
David Hong (Reg. No. 45,704) 
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